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A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 
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3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 
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DETAILED ACTION 
Claim Rejections - 35 USC §102 
The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

~ A person shall be entitled to a patent unless- . _ _ - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

Claims 1 - 39 and 52 - 94 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Schatzmann et al (U.S. Pat. No. 5,832,41 1 A). Regarding claims 1 - 9, 12 - 16, 19 - 22, 24 - 
28, 31 - 37, 52 - 59, 61 and 63 - 67, Schatzmann et al teach an apparatus comprising: an array 
(18) of at least two chemo/electro- active sensing materials connected in parallel circuitry (34); a 
means (14) for determining an electrical response of each sensing material; means (20) for 
temperature determination; a means (14) for digitizing the electrical responses from the array 
and the temperature determination means: and a means (14) for calculating and analyzing the 
responses from the array (see col. 3, line 45 - col. 12, line 6; figures 1 & 2). Regarding claims 
10, 17, 29, 38 and 60, Schatzmann et al teach that the electrical response comprises an analog 
voltage level (see col. 8, lines 27 - 43). Regarding claims 11,18, 23, 30, 39 and 62, 
Schatzmann et al teach the incorporation of metal oxide sensor elements (see col. 5, lines 1 - 
17). 
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Regarding claims 1, 5, 6 - 9, 14 - 16, 19, 21, 22, 24, 27, 28, 31, 33 - 37, 52, 56 - 59, 
61, 63 and 65 - 67, these claims recite various functional limitations, such as the electrical 
response characteristics of the sensing materials. In a claim drawn to an apparatus statutory class 
of invention, a functional limitation may not be divorced from any specifically recited structure 
or composition. A functional limitation is an attempt to define an apparatus by what it does, 
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rather than by what it is, as evidenced by its specific structure (emphasis added) (see MPEP § 
2173.05(g)). Regarding product and apparatus claims, when the structure recited in the reference 
is substantially identical to that of the claims, claimed properties or functions are presumed to be 
inherent (see MPEP § 2112.01). The Courts have held that where the claimed and prior art 
products are identical or-substantially identical in structure or composition, or are produced by ~ 
identical or substantially identical processes, a prima facie case of either anticipation or 
obviousness has been established. See In re Best, 562 F.2d 1252, 1255, 195 USPQ 430, 433 
(CCPA 1977). The Courts have held that apparatus claims must be structurally distinguishable 
from the prior art in terms of structure, not function. See In re Danley, 120 USPQ 528, 531 
(CCPA 1959); and Hewlett-Packard Co. V. Bausch and Lornbjnc, 15 USPQ2d 1525, 1528 
(Fed. Cir. 1990) (see MPEP § 2114). 

Regarding claims 2-6, 13, 14, 20, 21, 25, 26, 32, 33, 35, 53 - 57, 61, 64, 66 and 67 
these claims are replete with indefinite process or use limitations, which do not further delineate 
the structure of the claimed apparatus from that of the prior art. Since these claims are drawn to 
an apparatus statutory class of invention, it is the structural limitations of the apparatus, as 
recited in the claims, which are considered in determining the patentability of the apparatus 
itself. These recited process or use limitations are accorded no patentable weight to an 
apparatus. For example, these claims recite how the apparatus is to be operated, such as situating 
the sensor array in a gas mixture having a temperature of about 400 °C during use or that the gas 
mixture is an emission from a combustion process, which do not impart any limitations to define 
the structure of the apparatus being claimed. Process limitations do not add patentability to a 
structure, which is not distinguished from the prior art. A recitation of the intended use of the 
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claimed invention must result in a structural difference between the claimed invention and the 
prior art in order to patentably distinguish the claimed invention from the prior art. If the prior 
art structure is capable of performing the intended use, then it meets the claim. See In re Casey, 
152 USPQ 235 (CCPA 1967); and In re Otto, 136 USPQ 458, 459 (CCPA 1963). The Courts 

have held that it is well settled that the recitation of a new intended use, for an old-product, does 

not make a claim to that old product patentable. See In re Schreiber, 128 F.3d 1473, 1477, 44 
USPQ2d 1429, 143 1 (Fed. Cir. 1997). The Courts have held that the manner of operating an 
apparatus does not differentiate an apparatus claim from the prior art, if the prior art apparatus 
teaches all of the structural limitations of the claim. See Ex Parte Masham, 2 USPQ2d 1647 
(BPAI 1987) (see MPEP § 2114). 

Regarding claims 69 - 94, as discussed above, Schatzmann et al teach all of the 
structure of the apparatus provided in the claimed method, which merely recites the conventional 
operation of that apparatus. Regarding process or method claims, a prior art device anticipates 
a claimed process, if the device carries out the process during normal operation (see MPEP § 
21 12.02). The Courts have held that when a prior art device is the same as a device described in 
the specification for carrying out the claimed method, it can be assumed that the device will 
inherently perform the claimed process. See In re King, 801 F.2d 1324, 231 USPQ 136 (Fed. Cir. 
1986). 

Claim Rejections - 35 USC § 103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
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having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 USPQ 459 
(1966), that are applied for establishing a background for determining obviousness under 35 
U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating obviousness 
or nonobviousness. 

Claims 40-51 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Schatzmann et al in view of McGeehin et al (WO 93/08467). Regarding claims 40 - 50, 
Schatzmann et al teach an apparatus comprising: an array (18) of at least two chemo/electro- 
active sensing materials connected in parallel circuitry (34); a means (14) for determining an 
electrical response of each sensing material; means (20) for temperature determination; a means 
(14) for digitizing the electrical responses from the array and the temperature determination 
means: and a means (14) for calculating and analyzing the responses from the array (see col. 3, 
line 45 - col. 12, line 6; figures 1 & 2). Schatzmann et al do not specifically teach the recited 
metal oxide materials for use in the sensing elements of a sensor array. However, Schatzmann 
et al do teach the incorporation of metal oxide sensor elements with the disclosed sensing 
apparatus (see col. 5, lines 1-17). McGeehin et al do teach the use of sensor arrays comprising 
individual sensing elements, which comprise different metal oxide materials, such as SnC>2 and 
Bi2Sn2C>7, which offer enhanced sensor response characteristics (see pp. 1 - 15; p. 15, lines 24 - 
29). The Courts have held that the selection of a known material, based upon its suitability for 
the intended use, is within the ambit of a person of ordinary skill in the art. See In re Leshin, 227 
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F.2d 197, 125 USPQ 416 (CCPA 1960). Consequently, a person of ordinary skill in the art would 
have recognized the suitability of incorporating the teachings of the metal oxide sensing 
materials of McGeehin et ah with the sensing apparatus, as taught by Schatzmann et ah for the 
intended purpose of facilitating effective sensor operation (see MPEP § 2144.07). Furthermore, 
the Courts have held that the prior art can be modified or combined to reject claims as prima 
facie obvious as long as there is a reasonable expectation of success. See In re Merck & Co., 
Inc., 800 F.2d 1091, 231 USPQ 375 (Fed. Cir. 1986) (see MPEP § 2143.02). In view of the 
teachings of McGeehin et ah, a person of ordinary skill in the art would accordingly have had a 
reasonable expectation of success of incorporating the use of these metal oxide materials to 
facilitate effective sensor operation. Therefore, it would have been obvious to a person of 
ordinary skill in the art incorporate the metal oxide materials, as taught and suggested by 
McGeehin et ah, as sensing elements in the apparatus, as taught by Schatzmann et ah, in order to 
provide a sensing apparatus having the advantages in optimal performance, as disclosed by 
McGeehin et ah Regarding claim 51, Schatzmann et ah teach that the electrical response 
comprises an analog voltage level (see col. 8, lines 27 - 43). 

Regarding claims 40 and 45-50, these claims recite various functional limitations, such 
as the electrical response characteristics of the sensing materials. In a claim drawn to an 
apparatus statutory class of invention, a functional limitation may not be divorced from any 
specifically recited structure or composition. A functional limitation is an attempt to define an 
apparatus by what it does, rather than by what it is, as evidenced by its specific structure 
(emphasis added) (see MPEP § 2173.05(g)). Regarding product and apparatus claims, when the 
structure recited in the reference is substantially identical to that of the claims, claimed properties 
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or functions are presumed to be inherent (see MPEP § 21 12.01). The Courts have held that where 
the claimed and prior art products are identical or substantially identical in structure or 
composition, or are produced by identical or substantially identical processes, a prima facie case 
of either anticipation or obviousness has been established. See In re Best, 562 F.2d 1252, 1255, 
195 USPQ 430, 433 (CCPA 1977). The Courts have held that apparatus claims must be 
structurally distinguishable from the prior art in terms of structure, not function. See In re 
Danley, 120 USPQ 528, 531 (CCPA 1959); and Hewlett-Packard Co. V. Bausch andLomb, Inc., 
15 USPQ2d 1525, 1528 (Fed. Cir. 1990) (see MPEP § 2114). 

Regarding claims 42-45, 48 and 50, these claims are replete with indefinite process or 
use limitations, which do not further delineate the structure of the claimed apparatus from that of 
the prior art. Since these claims are drawn to an apparatus statutory class of invention, it is the 
structural limitations of the apparatus, as recited in the claims, which are considered in 
determining the patentability of the apparatus itself. These recited process or use limitations are 
accorded no patentable weight to an apparatus. For example, these claims recite how the 
apparatus is to be operated, such as situating the sensor array in a gas mixture having a 
temperature of about 400 °C during use or that the gas mixture is an emission from a combustion 
process, which do not impart any limitations to define the structure of the apparatus being 
claimed. Process limitations do not add patentability to a structure, which is not distinguished 
from the prior art. A recitation of the intended use of the claimed invention must result in a 
structural difference between the claimed invention and the prior art in order to patentably 
distinguish the claimed invention from the prior art. If the prior art structure is capable of 
performing the intended use, then it meets the claim. See In re Casey, 152 USPQ 235 (CCPA 
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1967); and In re Otto, 136 USPQ 458, 459 (CCPA 1963). The Courts have held that it is well 
settled that the recitation of a new intended use, for an old product, does not make a claim to that 
old product patentable. See In re Schreiber, 128 F.3d 1473, 1477, 44 USPQ2d 1429, 1431 (Fed. 
Cir. 1997). The Courts have held that the manner of operating an apparatus does not 
differentiate an apparatus claim from the prior art, if the prior art apparatus teaches all of the 
structural limitations of the claim. See Ex Parte Masham, 2 USPQ2d 1647 (BPAI 1987) (see 
MPEP§2114). 

Conclusion 

The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. Lewis et al (U.S. Pat. No. 5,571,401 A) teach sensor arrays incorporating the use of 
various conductive metal oxide materials (see col. 4, lines 7 - 65). 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Brian J. Sines, Ph.D. whose telephone number is (703) 305- 
0401 . The examiner can normally be reached on Monday - Friday (1 1 :30 AM - 8 PM EST). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jill A. Warden can be reached on (703) 308-4037. The fax phone number for the 
organization where this application or proceeding is assigned is (703) 872-9310. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is (703) 308-0661. 




